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DETAILED ACTION 

Specification 

The disclosure is objected to because of the following informalities: The pages of 
the specification are not numbered. Also, it appears as if Figure 5 illustrates a second 
example of a second Gray code count sequence, contrary to the Brief Description of the 
drawing, for instance, consistent with the procedure adopted by applicant in Figure 2. 

Appropriate correction is required. 

Claim Objections 

Claims 1-15 are objected to because of the following informalities: Throughout 
the claim language, there are instances wherein spaces have not been left between 
words. For example, in claim 1 , "1 A" and "abit". Please also note that in every 
instance, a space was not left between the period after the claim number and the first 
word of the claim. Furthermore, it appears as if the terms "number" and "element" are 
used in the claim language to reference the same thing. This creates confusion. In 
claims 5 and 9, a comma should be inserted before "respectively". In claims 8 and 12, 
"element" and in claim 15, "input of the AND gate" should be in its plural form. 
Appropriate correction is required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 
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Claims 1-13 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. The disclosure does not clearly teach how to determine a first bit switch 
sequence, a bit switching sequence property, a second bit switch sequence and a 
second Gray code count sequence as recited in claim 1 . Without such information, one 
skilled in the art, could not make and use the claimed invention. 

In particular, applicant gives two examples of Gray code count sequences and 
lists steps in Figure 2 which are discussed in the specification but the discussion of 
these steps and the examples do not provide sufficient detail to permit an understanding 
of the process recited in claim 1 . In fact, the only step which does not require 
guesswork to interpret is step 10 (which is recited in claim 1) wherein the number of 
digits for the first gray code count sequence is determined. No further explanation is 
required for step 10. However, how applicant determines what these digits shall be 
(step 12 which is also recited in claim 1) is never explained sufficiently in the disclosure. 
What is the bit switching sequence property referenced in claim 1? There are many, 
many existing gray codes so if applicant wishes to utilize a prior art gray code for step 
12, he should identify the same (applicant appears to reference it as a conventional 
gray code sequence in paragraph 25 and it appears to be the same full-length gray 
code disclosed in Yi.) On the other hand, if it is a new gray code, then the manner in 
which such a pattern is generated should be disclosed. Similarly, how a second bit 
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switching sequence is determined is described in such vague terms, applicant's 
intended meaning cannot be deciphered. For example, applicant states that elements 
are deleted from the first gray code count sequence until the number of elements equals 
N -1 but the problem is that applicant doesn't clearly explain how one skilled in the art 
decides which elements should be deleted and the examples don't reveal what 
methodology is employed. The examiner conjectures that the deletions are made from 
the pattern based primarily on complying with the "bit sequence property." 
Unfortunately, the specification never defines what "bit sequence property" means. It is 
assumed to mean that the code must still remain in gray code after the deletions of 
elements are made. Thus, in the example of Figure 3, deletion of the element "2" is not 
allowed because it would break the code. It is also unclear whether there is a difference 
between the second Gray code sequence and the second bit switch sequence. 

With regard to claim 2, although the specification does reference a symmetrical 
property of the first bit switch sequence and the examiner would guess that the ordered 
subsets referenced in claim 2 are the mirror image patterns, the specification does not 
explain how the subsets are formed in language which would allowed one skilled in the 
art to make and/or use the invention. Further, even if deletions are made symmetrically 
(with the same digit positions changing), some symmetrical pairs are deleted and some 
are not. How are the ones that are deleted selected? Does it not matter as long as the 
code isn't broken? Also, with respect to the different methodology for deleting an odd 
number rather than an even number, how is the one deletion which doesn't belong to a 
symmetric pair chosen? 
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The specification and drawings do not enable the embodiments recited in claims 
6 and 1 0 wherein the values of deleted elements are the same. If the ordinary meaning 
of "value" is assumed, that would mean that gray code digits of the same value are 
deleted. Rather, it appears as if gray code digits which are symmetrically arranged 
around a middle digit are deleted. Similarly, claims 7 and 1 1 are not enabled because 
even the examples given by applicant don't show elements in the same positions being 
deleted. Rather, symmetrical elements having the same digit position changing are 
deleted in the examples. 

The limitations of claims 8 and 12 are not explained by the specification and the 
drawings such that applicant's intended meaning can be understood. In fact, the 
examiner is unable to conjecture in these instances applicant's intended meaning. 

Allowable Subject Matter 

Claims 2-13 would be allowable if rewritten to overcome the rejection(s) under 35 
U.S.C. 112, second paragraph, set forth in this Office action and to include all of the 
limitations of the base claim and any intervening claims. 

Claim 1 would be allowable if rewritten or amended to overcome the rejection(s) 
under 35 U.S.C. 112, second paragraph, set forth in this Office action. 

Claims 14 and 15 contain allowable subject matter. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Yi is very relevant to claim 1 ; however, referring to Figure 3 and 
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column 4 of Yi, the first bit switch sequence does not have 2 to the mth power - 1 
elements and the second bit switch sequence does not have N-1 elements. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Margaret R Wambach whose telephone number is 
(571)272- 1756. The examiner can normally be reached on Monday, Tuesday, 
Thursday and Friday 6am-4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Timothy Callahan can be reached on (571)272-1740. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). ^ 




Margaret R Wambach 
Primary Examiner 
Art Unit 2816 



mrw 



